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each claim in the application or pat-
ent. Where appropriate, the invention 
dates of the subject matter of each 
claim and the ownership of the subject 
matter on the date of invention may be 
required of the applicant, patentee or 
owner. See also §§ 1.78(c) and 1.130. 

[61 FR 42805, Aug. 19, 1996]

ACTION BY APPLICANT AND FURTHER 
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued 
under 35 U.S.C. 132.

§ 1.111 Reply by applicant or patent 
owner to a non-final Office action. 

(a)(1) If the Office action after the 
first examination (§ 1.104) is adverse in 
any respect, the applicant or patent 
owner, if he or she persists in his or her 
application for a patent or reexamina-
tion proceeding, must reply and re-
quest reconsideration or further exam-
ination, with or without amendment. 
See §§ 1.135 and 1.136 for time for reply 
to avoid abandonment. 

(2) A second (or subsequent) supple-
mental reply will be entered unless dis-
approved by the Director. A second (or 
subsequent) supplemental reply may be 
disapproved if the second (or subse-
quent) supplemental reply unduly 
interferes with an Office action being 
prepared in response to the previous 
reply. Factors that will be considered 
in disapproving a second (or subse-
quent) supplemental reply include: 

(i) The state of preparation of an Of-
fice action responsive to the previous 
reply as of the date of receipt (§ 1.6) of 
the second (or subsequent) supple-
mental reply by the Office; and 

(ii) The nature of any changes to the 
specification or claims that would re-
sult from entry of the second (or subse-
quent) supplemental reply. 

(b) In order to be entitled to recon-
sideration or further examination, the 
applicant or patent owner must reply 
to the Office action. The reply by the 
applicant or patent owner must be re-
duced to a writing which distinctly and 
specifically points out the supposed er-
rors in the examiner’s action and must 
reply to every ground of objection and 
rejection in the prior Office action. The 
reply must present arguments pointing 
out the specific distinctions believed to 

render the claims, including any newly 
presented claims, patentable over any 
applied references. If the reply is with 
respect to an application, a request 
may be made that objections or re-
quirements as to form not necessary to 
further consideration of the claims be 
held in abeyance until allowable sub-
ject matter is indicated. The appli-
cant’s or patent owner’s reply must ap-
pear throughout to be a bona fide at-
tempt to advance the application or 
the reexamination proceeding to final 
action. A general allegation that the 
claims define a patentable invention 
without specifically pointing out how 
the language of the claims patentably 
distinguishes them from the references 
does not comply with the requirements 
of this section. 

(c) In amending in reply to a rejec-
tion of claims in an application or pat-
ent under reexamination, the applicant 
or patent owner must clearly point out 
the patentable novelty which he or she 
thinks the claims present in view of 
the state of the art disclosed by the 
references cited or the objections 
made. The applicant or patent owner 
must also show how the amendments 
avoid such references or objections. 

[46 FR 29182, May 29, 1981, as amended at 62 
FR 53192, Oct. 10, 1997; 65 FR 54672, Sept. 8, 
2000]

§ 1.112 Reconsideration before final 
action. 

After reply by applicant or patent 
owner (§ 1.111 or § 1.945) to a non-final 
action and any comments by an inter 
partes reexamination requester (§ 1.947), 
the application or the patent under re-
examination will be reconsidered and 
again examined. The applicant, or in 
the case of a reexamination proceeding 
the patent owner and any third party 
requester, will be notified if claims are 
rejected, objections or requirements 
made, or decisions favorable to patent-
ability are made, in the same manner 
as after the first examination (§ 1.104). 
Applicant or patent owner may reply 
to such Office action in the same man-
ner provided in § 1.111 or § 1.945, with or 
without amendment, unless such Office 
action indicates that it is made final 
(§ 1.113) or an appeal (§ 1.191) has been 
taken (§ 1.116), or in an inter partes reex-
amination, that it is an action closing 
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